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mfll epmsentappHca«ion, claims 24-26, 32-35 MM arependtag. fresentty, 
^cUto^ob^totab^tod^^r^forbclngobviou,^*, prior 

constitute new matter. 

In view of the following remarks and present amendments, Applicant 
8 pectfully requests reconsideration and allowance of the application. 



rest 



E?JrrfffrnlHff ! 'g" Ag - 8 » 2 

Introduction of New Matter: Adhesives 

TtaExaminer.taperegraphSonpsgeiof to Final Offlee Aden (there exist 

^.second ortp^^^^T^^^^^^^^*^' 

poms to applicant's anerKimenBtaihespedficauon asfhey pertain to "applymg 
water," "pr^dir^ ele*id«r -d "applying. Iric] P«saoxe" as evidence of*. 
iutroducuonofnatvmatter. The Bxaminer alleges *ese amendment "la* any express, 
^, ttote U«ved i rf^teuppo«in*..peciflcation." AppUcsntreqxamJly 

traverses. 

^ application incorporate., by reference, the disclosure of no less than seven 
P a^ B andappUea«on S .Tn.e.r im r ! d te loauree«tforfhrnor.fl»nade< P a te »»PPO« 

«« amendments made to the apedflcadon in the amendment dated January 2!, 2004, 
For example, incorporated U.a Paten. No. 6J37.269 to** applicant-Stephen M. Key— 
* col 6, L 51-55 discloses various adhesive techniques: ".blast of sir of gas against *e 
lM dtng end, moiauee applied**, teading «™t vacuum pressure, end staUcefe^c 
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water" at COL 6, 1. 1-2 (emphssis added). V. W» Key patent also discloses «- <"* - « 
"hold « pressing apparatus" at col. «, I W whe»in pres»re would b. applied. 
Noivrt^dingihekmwledpofoM.ldlkdinfteartof.dhc.lve 

appttcauon-knowledg. expliddy recognized by the Examiner in Paragraph 5 of the 
final Office Action-end, further, as to applying water, static and pressure, the 
incorporate teaching of. at lea* the VB paten. to Kay provides support for fte 
OT ^m.n«made to .h.speducauon. Assu^appU^tcontendsmeBxaminer-snew 
.natter as it pertains to "applying water," "providing static electricity" and 

"applying a [sicl pressure" is overcome. 

Intiodutlion of New Matter Coupling 

The Examiner, again in paragraph 3 of page 2 of the Final Office Acuon, asserts 
"^^unmonn^outbomutos^non^d^daintsofmeworu'ooup^ 

isbelieved toposrtbly be alsobenew matter." Applicants, respectfully, teaverses. 

Coupling is well known in fhe art to be construed as "means for joining two 
p Mts " W-*-" Wh^tow 120 U3PQ 452. 454 (P.O. Ed. tot Exrs 1958). As.uch.ttis 
nut nece^ary to rahMh .kills or presses flu* in the relevant field, ere already well 
ta^ M^WtoH^tM*"*""^ And-Itlhatwhldtis 

drawings." 14*586. As su*. applicant contend. It. amendment, as to couplmg-a 
wd l known *ffl in fh. art thereby writing mat knowkrfge into the applicauon-canno. 

be construed as new matter. 

Furthermore, and again returning to the incorporated '269 Key patent, claims 5, 
18 and 30, for example, explicitly disclose the con<s P t of "coupling," specifically - 
"temporary coupling." The specification of me '269 Key patent at col- 5 1.61-col, 6 L 13, 
jn turn, inherently discloses coupling— means for joining two parts— with regard to its 
discussion of holding(joining) alabel against a container (twoparts). 
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As the incorporated teaching of, at least, the '269 patent to Key and the 
knowledge of *ose skilled in the art provide support for the amendments made to the 
specification, appUcant contend, the Examiner's new natter rejection as it pertains to 

"coupling" is overcome. 

tack of Written Description 

The Examiner rejects claims 24-26, 32^5 and 39-51 under 35 U.S.C § 112, 1 1 as 
"Ming to contain a written description of the invention/' The Examiner, in support of 
the asserted failure to provide an adequate written description, stetes the appUcant "can 
only supply a single solitary example of what constitutes a 'temporary adhesive' and 
also a 'permanent adhesive"' and concludes this to evidence insufficient support for the 
claim. 

The Examiner's rejection is, initially, believed to be moot as nowhere in the 
amended claims does there exist the terminology "temporary adhesive" or "permanent 
adhesive." While certain claims are directed toward the use of an adhesive for 
temporarily securing a label or, in the alternative, permanently securing a label, this is 
nottivebasisofthe Examiner's rejection. As such, the rejection should be withdrawn. In 
the alternative, the appUcant again traverses the Examiners rejection. 

Paragraph 2 of the Detailed Description section of the application is replete with 
examples of adhesives, bom temporary and permanent For example, the specification 
Identifies "glue droplets or dote" as examples of a permanent adhesive. Alternatively, 
the specification identifies "water," "static electricity" and the appUcation of "pressure" 
as examples of means to temporarily adhere the surface of a label to a second surface. 
The aforementioned and incorporated '269 patent to Key along with the disclosure of six 
other patents and applications -aU incorporatedby reference-provide examples of 
varying adhesives. 
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hut record » note that » «« 9 « 2 ' » 1 

. „ Wt , ff of the maimer and process of 
used in destfbing and denning ^J^^^t 0 { (he tot perepeph of 8 



therein 1 
Id, 



« ,1 Office Action of October 21, 2003 (Paper No. 

ttro p«ery«ndpein>anent.dhe»ive. gn ^ttally contends the 

^ontot^noreKooo^"* 6630 "" 38 
Lsn.tOmoeAodonWon.defoctive^Uon. 

„ * ^ pyarniner rejected claims 24-26, 32- 
* of the Final Office Action, the Examiner r«j 
InparagraphSofthefm 2,860,431) taken 
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^(emp^a^ 4 
tefeOTMB £romA W Ii<anf»<l^»'» tavenaon - „,„„<«. that 

ft. inner label's outer surface an outer j**2"£«Wa«a „ ^ printed 
m d also rotateM* so as <o be capable of ^» 
literature set ferfc on Ute outer surface of the Inner label. 

Tn. Examiner unnoted "fanstodWose tariM 

, . . ^^^"Bid.inconjuncflonwlthBamum, 
haw more than one sort of adhesive bonding secncm an 

Jr.. would thereby read upon Applicant" a claims. 

^houtdteinnerlabel. Jr-v^P-met- 
^Ufsustete.chtempo^cm.p^tmd.uba.^remov-ofutecoupbngb. 
provide for rotation of the outer label. 
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- fiu^ 458 Md UA 1016, 173 USPQ 560 (CCPA 1972). Apphcan. 
would make such a combination. 

U^Q.2dl«3(Fed.Cir.l996).F a aur Eto «^^=P^*'4« lMdta » m 
^ wifhin *e pledge of a .killed arfcan wouid monvate one . . . » «*. 
L to an inference of selecting references «^ 

hindsight" Emphasis added). ^P^Qccuith^expre^ly forbrdden 

^Jntod^c^uc^^^^^^^^^ 
.odincanon." tt^fito 972 P.2d 1260, ,266, 23 US.P.Q.2d iTSO (Ped-Or. 1992,. 
AppliOTt c»^^la*cie !T .^d«, M ».^»de K ^=f1ta 
^^.occ^binemuch^.^caias^ed^UCycc^co^ 

0fB ^,c. W i*^^^H^^^ ,ln * eWi,hdMW " l0f,he 
BxaI rfner'a 35 US.C. § 103 rejection. 
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to contact App^s uiri«^«i tepr««n«t.ve. 

Respectfully submitted, 
Stephen M. Key 



Date: July 1, 2004 B ? : g^^X ^No. 41,388 

Can & Fetrell LLP 
2200 Geng Road 
Palo Alto, CA 94303 
Telephone: (650)812-3400 
Facsimile: (650)812-3444 



